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Art Unit: 2629 

DETAILED ACTION 



Specification 

1. The disclosure is objected to because of the following informalities: Page 4, line 8 
should be changed from "being used" to "is used" (see the copy of the Specification filed 16 
March 2004). Appropriate correction is required. 



2. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

Claim 10 recites the subject matter of a communication link being provided "via infrared 
light." Similarly, claim 1 1 recites the subject matter of a communication link being provided 
"via conductive wire." However, the instant specification merely discloses, "the communications 
link is a radio frequency (RF) wireless transceiver module. However, wired and other wireless 
communication links may also be used." (see Page 7, Last Paragraph of the copy of the 
Specification filed 16 March 2004). No mention of a communication link via "infrared light" or 
"a conductive wire" can located in the pending specification. As such, the examiner respectfully 
suggests the applicants consider adding proper antecedent basis to the specification for the 
claimed subject matter. 
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Claim Objections 

3. Claim 3 is objected to because of the following informalities: The last line of the claim 
recites the subject matter of, "providing [plural] lights." In contrast, the instant specification 
discloses merely providing a single light (see Page 6, Lines 12-15 of the copy of the 
Specification filed 16 March 2004). Because the claimed subject matter appears to be a typo, the 
applicants are respectfully encouraged to amend the claimed subject matter to better reflect the 
specification. If the claimed subject matter is not a typo, the applicants are respectfully 
encouraged to add proper antecedent basis to the specification for the claimed subject matter. 
See again 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1, 5, and 6 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicants regard as the invention. 

6. Regarding independent claim 1, the phrase "or the like" (see Line 1 of the claim) renders 
the claim indefinite because the claim includes elements not actually disclosed (those 
encompassed by "or the like"), thereby rendering the scope of the claim unascertainable. See 
MPEP § 2173.05(d). The examiner respectfully suggests the applicants consider removing the 
phrase "or the like" from the claim. If the claimed "hand held computer input device" is for 
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anything other than a "computer," the applicants are encouraged to add such explicit subject 
matter to the claim language. 

7. Dependent claims 5 and 6 both separately recite the limitation "said communication link" 
in the last two lines of the respective claims. There is insufficient antecedent basis for this 
limitation in either claim. The examiner respectfully suggests the applicants consider making 
claims 5 and 6 dependent off claim 4 (which would provide the proper antecedent basis for this 
limitation). 

[It is further noted that respectively dependent claims 7 and 8 also recite the limitation 
"said communication link" (see line 3) with insufficient antecedent basis. Correcting the 
antecedent basis of claims 5 and 6 should directly result in a correction of dependent claims 7 
and 8.] 

8. Dependent claims 5 and 6 are further rejected under 35 U.S.C. 1 12, second paragraph, as 
being incomplete for omitting essential structural cooperative relationships of elements, such 
omission amounting to a gap between the necessary structural connections. See MPEP 

§ 2172.01. The omitted structural cooperative relationship is between the recited, "a switch" (see 
Claim 1, Line 4) and the recited, "one switch" (see Claims 5 and 6, Line 2). Claims 5 and 6 
include the subject matter of "said switch" (see Lines 2-4); however one having ordinary skill in 
the art would be unable to definitely determine if "said switch" refers back to claim Ts "a switch" 
or claim 5 and 6's "one switch," which thereby critically impacts the ensuing scope of the claims. 
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The examiner respectfully suggests the applicants consider calling the "one switch" something 
different which better distinguishes itself from claim l's "a switch." 

o 

[It is further noted that respectively dependent claims 7 and 8 also recite the limitation 
"said switch" (see line 3). Here again, correcting claims 5 and 6 should directly result in a 
correction of dependent claims 7 and 8.] 

9. Dependent claims 2-4 and 7-1 1 are further rejected under 35 U.S.C 1 12, second 
paragraph, as simply being respectively dependent from rejected base claims. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

11. Claims 1-4 and 1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by Yang et al 
(US 2003/01 12220 Al - referred hereafter as simply Yang). 

Regarding claim 1 , Yang discloses a hand held computer input device [Fig. 4] for a 
computer or the like (see Page 4, Paragraph 62), said input device comprising: a body [Fig. 4; 
10], said body being generally elliptical or cylindrical (see Page 4, Paragraph 57); a switch [Fig. 
4; 19 and Fig. 15; 42], said switch being located at one end [i.e. a "leading end"] of said body, 
said switch being switched on or off by depressing and releasing said input device against a work 
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surface [Fig. 4; 20]; an optical motion detection integrated circuit [Fig. 4; 14] mounted at said 
end of the body, the motion detection integrated circuit producing motion indication signals 
indicative of the motion of said input device relative to said work surface (see Page 4, 
Paragraphs 58-61). 

Regarding claim 2, Yang discloses a tip [Fig. 15; 41], said tip being located in front of 
said switch [Fig. 15; 42] to provide convenience for depressing and releasing (see Page 8, 
Paragraph 109). 

Regarding claim 3, Yang discloses an illumination source [Fig. 4; 1 1], said illumination 
source being located at said end of the body and providing lights [i.e. "partially coherent light"] 
(see Page 1, Paragraph 8) to directly illuminate a work surface [Fig. 4; 20] (see Page 4, 
Paragraphs 58-61). 

Regarding claim 4, Yang discloses a communication link [Fig. 4; 16], said 
communication link transmitting information representing the motion signal of said input device 
and buttons 1 states (see Page 4, Paragraph 62). 

Regarding claim 1 1, Yang discloses said communication link is via conductive wire (see 
the unlabeled wire in Fig. 4 as well as Page 4, Paragraph 62). 
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Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

14. Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yang et al 
(US 2003/01 12220 Al - referred hereafter as simply Yang) in view of Kobayashi et al (US 
6,862,019 B2 - referred hereafter as simply Kobayashi). 

Regarding claim 5, Yang discloses one switch [Fig. 4; 17], said switch being located on 
said body; said switch being coupled to said communication link wherein said communication 
link transmits information representing the state of said switch (see Page 4, Paragraphs 58 and 
62). Although Yang discloses a user grasping and holding the pen-type optical mouse device 
between his/her fingers (see Page 4, Paragraph 57), Yang does not expressly disclose said switch 
being operated by a user's index finger. 
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However, Kobayashi does disclose a switch [Fig. 9; 42_a] being operated by a user's 

index finger (see Column 12, Lines 28-41). Yang and Kobayashi are analogous art, because they 

o 

are from the shared field of pen-type motion sensing devices. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of invention to use Kobayashi's index 
finger control method to operate Yang's switch, so as to provide excellent usability for the 
device's operator (see Kobayashi: Column 12, Lines 39-40). 

Regarding claim 6, Yang discloses one switch [Fig. 4; 17], said switch being located on 
said body; said switch being coupled to said communication link wherein said communication 
link transmits information representing the state of said switch (see Page 4, Paragraphs 58 and 
62). Although Yang discloses a user grasping and holding the pen-type optical mouse device 
between his/her fingers (see Page 4, Paragraph 57), Yang does not expressly disclose said switch 
being operated by a user's thumb. 

However, Kobayashi does disclose a switch [Fig. 9; 42_b] being operated by a user's 
index thumb (see Column 12, Lines 28-41). Yang and Kobayashi are analogous art, because 
they are from the shared field of pen-type motion sensing devices. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of invention to use Kobayashi's thumb 
control method to operate Yang's switch, so as to provide excellent usability for the device's 
operator (see Kobayashi: Column 12, Lines 39-40). 

Regarding claim 7, Yang discloses one rotation sensor [Fig. 4; 18] operated by a wheel, 
said rotation sensor and said wheel being located in conjunction with said switch; said rotation 
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sensor being coupled to said communication link wherein said communication link transmits 
information representing the state of said rotation sensor (see Page 4, Paragraphs 58 and 62). 

Regarding claim 8, Yang discloses one rotation sensor [Fig. 4; 18] operated by a wheel, 
said rotation sensor and said wheel being located in conjunction with said switch; said rotation 
sensor being coupled to said communication link wherein said communication link transmits 
information representing the state of said rotation sensor (see Page 4, Paragraphs 58 and 62). 

15. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yang et 
al (US 2003/01 12220 Al - referred hereafter as simply Yang) in view of Badyal et al (US 
6,151,015 A — referred hereafter as simply Badyal). 

Regarding claim 9, although Yang discloses said communication link supporting both 
wire and wireless transmissions (see Page 4, Paragraph 62), Yang does not expressly disclose 
said communication link is via radio frequency waves. 

However, Badyal does disclose a communication link [Fig. l;116&118]is via radio 
frequency waves (see Column 3, Lines 17-22). Yang and Badyal are analogous art, because they 
are from the shared field of pen-type motion sensing devices. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of invention to use Badyal's radio 
frequency wave communication link as Yang's wireless transmission communication link, so as 
reliably perform pointing functions for a desktop or laptop computer while preventing the device 
from getting tangled in wires (see Badyal: Column 2, Lines 1-9). 
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Regarding claim 10, although Yang discloses said communication link supporting both 
wire and wireless transmissions (see Page 4, Paragraph 62), Yang does not expressly disclose 
said communication link is via infrared light. 

However, Badyal does disclose a communication link [Fig. 1; 1 16 & 1 18] is via infrared 
light (see Column 3, Lines 17-22). Yang and Badyal are analogous art, because they are from 
the shared field of pen-type motion sensing devices. Therefore, it would have been obvious to 
one having ordinary skill in the art at the time of invention to use Badyal f s infrared light 
communication link as Yang's wireless transmission communication link, so as reliably perform 
pointing functions for a desktop or laptop computer while preventing the device from getting 
tangled in wires (see Badyal: Column 2, Lines 1-9). 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to applicants 1 
disclosure. Kang (US 2006/0028456 Al), Massie et al (US 2005/0093821 Al), Kim (US 
2004/0041798 Al), Kano (US 2002/0036623 Al), McRae et al (US 7,042,438 B2), Yueh (US 
7,030,864 B2), Charlier (US 6,985,138 B2), Gordon (US 6,795,057 B2), Nagasaki et al (US 
6,622,276 B2), Fleck et al (US 6,556,190 B2), Martin (US 5,933,135 A), Angilella et al (US 
5,780,846 A), Bacon et al (US 5,473,344 A), Satoh et al (US 5,444,193 A), and Searby et al (US 
5,357,265 A) are cited to further evidence the state of the art pertaining to hand-held computer 
input devices. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeff Piziali whose telephone number is (571) 272-7678. The 
examiner can normally be reached on Monday - Friday (6:30AM - 3PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bipin Shalwala can be reached on (571) 272-7681. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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